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In re to the Application of: 

Ayad ABDUL-AHAD and 
Dietmar GROSS 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Examiner 



Not Yet Assigned 



Serial No.: 10/815,342 



Group Art Unit: Not Yet Assigned 



Filed: 



1 April 2004 



Title: 



Higher Doses Of Interferon- 
Beta For Treatment Of 
Multiple Sclerosis 



Docket No.: 532Q8AUSM1 



Office of Petitions and 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION UNDER 37 CFR § 1.47 
RE REFUSAL OF INVENTOR TO SIGN AN OATH OR DECLARATION 



This Petition pursuant to 37 CFR § 1.47 is responsive to the Notice To File Missing Parts 
mailed 3 August 2004, in the above-referenced nonprovisional application and requests 
acceptance of the application where a joint inventor, Ayad Abdul-Ahad, refuses to sign 
the related declaration. Included in the response to the Notice is the Declaration of 
Dietmar Gross, who is the other joint inventor in the present application. The present 
application is made by Mr. Gross on behalf of himself and Mr. Abdul-Ahad. 

Pursuant to the requirements of 37 CFR § 1.47, the following information is provided: 1) 
proof of pertinent facts showing that the filing of the application by Mr. Gross on behalf of 
the named inventors is necessary to preserve the rights of Applicant; 2) the last known 
address of Mr. Abdul-Ahad which is: 10 Birch Drive, Basking Ridge, New Jersey, 07920; 
and 3) proof that a copy of the application and related declaration form was sent to and 
received by Mr. Abdul-Ahad on 25 March 2004 via email. In addition, Applicant hereby 
authorizes the Commissioner to charge any fees associated with this Petition to Deposit 
Account No. 02^2117. 

Refusal 

Attorney for Applicant and signer of the present Petition (herein after referred to as "the 
present attorney"), conducted an investigation concerning the inventorship of the 
invention claimed in the present application and found that Mr. Gross and Mr. Abdul- 
Ahad are co-inventors of the claimed invention, pursuant to US law. Mr. Abdul-Ahad 
was informed of these findings by the present attorney. However, contrary to these 
findings, Mr. Abdul-Ahad claims that he is the sole inventor and refuses to sign the 
declaration form related to the present application, unless the form indicates that he is 
the sole inventor. 



Dear Sir: 
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Application Serial No. 10/515,342 

Attorney Docket No. 53208AUSM1 

Petition Under 37 CFR 1.47 



Documentary Evidence and Statement of Facts 

Applicant hereby submits the requisite proof and statement of facts under 37 CFR § 
1.47 t including the attached email communications sent by Mr. Abdul-Ahad to the 
present attorney, and sent to and received by Mr. Abdul-Ahad by the present attorney. 
These communications provide documentary evidence that 1) Mr. Abdul-Ahad was 
provided with and acknowledged receipt of a copy of the application and related 
declaration form for his review and signature, prior to the filing of the application; 2) Mr. 
Abdul-Ahad refused to sign this declaration form, unless he is indicated on the form as 
the sole inventor and 3) the present attorney provided Mr. Abdul-Ahad with the copy of 
the application and declaration form, and is the person to whom Mr. Abdul-Ahad 
communicated his refusal to sign the declaration relating to the present application. 

Applicant submits that prior to the filing of the present application 1 April 2004, Mr. 
Abdul-Ahad was provided by the present attorney with a copy of the application (along 
with figures and sequence listings), and declaration and assignments forms relating to 
the application. These documents were sent as attachments via email 25 March 2004, 
from the present attorney to Mr. Abul-Ahad (see attached copy of email of 25 March 
2004, 10:17 a.m.). Later that same day, the present attorney spoke to Mr. Abdul-Ahad 
via telephone concerning: 1 ) the documents that had been sent to him earlier that day; 
2) the findings of the above-mentioned investigation that indicate that he is not the sole 
inventor and that Mr. Gross is a co-inventor, 3) his claim that he is the sole inventor; 4) 
his refusal to sign the declaration form, unless it indicates that he rs the sole inventor; 
and 5) that in view of his claim to sole inventorship, the present attorney would conduct a 
follow-up investigation on inventorship of the claimed invention. A summary of the 
telephone conversation is provided in the email sent 30 March 2004 from the present 
attorney to Mr. Abdul-Ahad (see attached copy of email of 30 March 2003, 8:43 a.m.). 1 
The email of 30 March 2004 is in reply to an email sent by Mr. Abdul-Ahad to the 
present attorney on 29 March 2004 in which he mischaracterizes the above-mentioned 
telephone conversation,, and in which he acknowledges receipt of the application sent by 
the present attorney as an attachment in the above-mentioned email of 25 March 2004, 
along with the related oath/declaration (see attached copy of email of 29 March 2004, 
6:19 p.m.). In reply to the above-mentioned email of 30 March 2004, Mr. Abdul-Ahad 
sent an email to the present attorney on the same day, reiterating his claim that he is the 
sole inventor and refusal (see attached copy of email of 30 March 2004, 8:52 a.m.). 2 

In addition to the above-mentioned email communications, prior to the filing of the 
present application, and in March 2004, Mr. Abdul-Ahad was contacted by the present 
attorney via telephone on several occasions to address any concerns of Mr. Abdul-Ahad 
relating to the application and, in particular, to provide clarification about, and to discuss 
in detail, inventorship of the invention claimed in the present application, the contents of 
the application particularly the claimed invention, and the declaration and assignment 
forms. Further, the present attorney conducted a follow-up investigation concerning 
inventorship, following Mr. Abdul-Ahad's assertion that he is the sole inventor and the 




1 The email of 30 March 2004 incorrectly indicates 24 March 2004 as the date of the telephone 
conversation which occurred on 25 March 2004. 

1 Mr. Abdul-Ahad sent and received the above-mentioned emails from the East Coast and the 
present attorney sent and received the above-mentioned emails from the West Coast and thus 
the differences in time stamps indicated on the emails reflect the time according to Eastern 
Standard Time and Pacific Standard Time, respectively. 



2 
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Application Serial No. 10/815.342 
Attorney Docket No. 53208AU5M1 
Petition Under 37 CFR 1.47 

findings of the investigation are consistent with the previous investigation concerning 
inventorship of the invention claimed in the present application, i.e., Mr. Abdul-Ahad is 
not the sole inventor and Mr. Gross is a joint inventor. 



Applicant submits that the remarks herein, including the statement of facts and 
documentary evidence satisfy the requirements under §1.47 and respectfully request 
favorable consideration of this Petition for acceptance of the present application. 



BERLEX BIOSCIENCES 

Corporate Patents 

2600 Hilltop Drive 

P.O. Box 4099 

Richmond, CA 94804-0099 

General Teh No.: (510) 262-500 
Direct Dial Tel. No.: (51 0) 669-4758 
Fax. No.: (510)262-7095 



Conclusion 



Respectfully submitted, 



Date: 4 October 2004 




Anna Gil r Reg. No. 46,726 
Attorney for Applicants 



3 
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DECLARATION AND POWER OF ATTORNEY Attorney Case No, 53208ATJSM1 



As a below named inventor, I hereby declare: 
That my citizenship is as stated below next to my nanus; 

That, 1 verily believe that T am the original, first and sole inventor (if only one name is listed below) or a 
joint inventor (if plural inventors are named below) of the invention entitled: 

HIGHER DOSES OF INTERFERON-BETA FOR TREATMENT OF MULTIPLE SCLEROSIS 

described and claimed in the specification of United States patent application serial no. 10/815,342, that I have 
reviewed and understand the contents of the attached specification, including the claims, that I do not know and do 
not believe the same was ever known or used in the United States of America before my or our invention thereof, or 
patented or described in any printed publication in any country before my or our invention thereof or more than one 
year prior to this application, that the same was not in public use or on sale in the United States of America more 
than one year prior to this application, that the invention has not been patented or made the subject of an inventor's 
certificate issued before the date of this application in any country Foreign to the United States of America on an 
application filed by me or my legal representatives or assigns more than twelve months prior to this application, that 1 
acknowledge my duty to disclose information of which I am aware which is material to the examination of this 
application in accordance with 37 CFR §L56(a), and that no application for patent or inventor's certificate on this 
invention has been filed in any country foreign to the United States of America prior to this application by me or my 
legal representatives or assigns, except as follows: 

None 

1 hereby appoint the following attorney(s) and/or agent(s) to prosecute this application and to transact all 
business in the United States Pateni and Trademark Office connected therewith: 

Neil G. Miyamoto, Registration No. 50,370 
Melissa A, Shaw, Registration No. 38,301 
Wendy L. Washtien, Registration No. 36,301 
Ronald S. Herrnenau, Registration No. 34,620 
Anthony J. Zelano, Registration No. 27,969 
Anna Gil, Registration No. 46,726 

Address all telephone calls to Anna Gil at telephone number (510) 669-4758 

Address all cenrespondence to Anna Gil, Berlex Biosciences, Patent Department, 2600 Hilltop Drive, P.O. 
Box 4099, Richmond, California 94804^0099. 




Page 1 of 2 
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DECLARATION AND POWER OF ATTORNEY 



Attorney Case No. 53208AUSM1 



I hereby declare that all statements made herein of my own knowledge are true and that all statements made 
on information and belief are believed to be true; and further that these statements were made with the knowledge 
that willful false statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001 
of Title 18 of the United States Code and that such willful false statements may jeopardize the validity of this 
application or any patent issuing thereon. 



First Joint Inventor Full name: Ayad Abdul-Ahad 



Signature: 



Date: 



,2004 



Citizenship: 



GB 



Second JoiTit Inventor: 



Full name: 




Signature: 



Date: 



Citizenship: 



DE 



i 
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Anna Gil 

03/25/04 10:17 AM 



Addressing 
To: aabdulahad@optonline.net 

cc: Mary Ann Ftores/RM/USR/SHG@SCHERINGGROUP 

Subject: Declaration and Assignment Forms, and 3-25-04 Revised Appln re 
Higher-Dose IFNB for Treatment of MS 



Privileged and Confidential Attorney Work Product 
(Please do not copy or forward,) 



Dear Ayad, 

My apologies for the delay in sending the application and Declaration and Assignment forms to you for 
your review and signing. I have been working continuously on this matter, and only just completed the 
revised version of the application. 

Please find attached the Declaration and Assignment forms for your signature and the 3-25-04 revised 
version of the above-mentioned patent application. The figures are also attached and will be formatted 
and appropriately numbered before we file the application. Similarly, the amino acid sequence listing 1 
(SEQ ID NO: 1 ) of a native IFNB and amino acid sequence listing 2 (SEQ ID NO: 2) of Betaseron will be 
attached and submitted with the application when we file. 

Please note that It is Important that you first read and understand the application before signing the 
Declaration and Assignment forms. After you have completed/signed the forms, please return the 
or| q' na1s to Mar Y A™ Flore s via overnight mail {if this is problematic, please let me know asap). Please 
also fax a copy of the completed forms to Mary Ann at (510) 262-7095, 

Since this matter is of urgency, we would greatly appreciate the receipt of both the original and fax copy of 
the Declaration and Assignment forms (and any additional comments/revisions re the application) no later 
than Monday, 29 March 2004. 

Also, if you could provide us with your contact information in Switzerland, we would greatly appreciate it. 
Thank you very much for your help on this matter. I look forward to talking with you later today. 

Best regards, 
Anna 

532u6AUSM1^KPOA )oMAR04.c 53208AUSMVASSIGN xxMAR04.d 
3-25-04 VERSION (EX1KJS UTL APPLN re HI-DOSE \Ft 3-25-04 FIGS 1-4 re EX1 re Hl-DOSE IFNB UTL APPI 



3-25-04 FIGS 5-6 re EX1 re HI DOSE IFNB UTL APPl 



Anna Gil, Ph.D. 
Senior Patent Attorney 

BERLEX PHARMACEUTICALS 

2600 Hilltop Drive 
P.O. Box 4099 
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Richmond, CA 94804-0099 
USA 

Tel. No.: (510)66^4758 
Fax. No.: (510)262-7095 
WebSite: Berlex.com 



This email (and any accompanying attachments) contains information that may be confidential and 
pnvileged and is intended solely for the use of the intended recipient Unless you are the intended 
recipient, please do not use, copy or disclose the contents of the email (and any accompanying 
attachments). If you have received this email (and any accompanying attachments) in error, please 
immediately notify Anna Gil at (510) 669-4758 oranna_gi1@beriex.com and delete this email (and any 
accompanying attachments). 
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aabdulahad@optonlin Addressing 

e - not To: Anna_Gil@ber1ex.com 

03/29/04 06:19 PM VsSS^S^^^?^ * = 

Subject Re: Revised Declaration and Assignment Forms re Appln 

Higher-Dose IFNB for Treatment of MS 



re 
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Dear Anna, 

conversation on March 25 5«» i * following our telephone 

indicted in i^S'a^STSSS^S yoTs^t^ inventor as 

^St^rhaerSfa^^rioo"^ ^ ? atSnt ^ licati » «"* you sent 
number of questions. I^m reaa 3L ?L P f eV± ? US verSion which has generated a 
to move co Switzerland . It is past 9 PM «£ r ' T ° a .?? twe *2 making Preparations 
soon as possible and send'you any^es^ ASc ^. the ™ ~""« « 
Best wishes 
Ayad Abdul ahad 

Original Message 

From: Anna_Gil@berlex.com 

Date: Thursday, March 25, 2004 7:03 pm 

^Kit^'S Alignment: Form* re Appln re Higher-Dose XFNB 



> 



I !piIase 9 do ™t ^" fid n ial ***°™y ««rk Product 
> i*uease do not copy or forward.) 



> 

> Dear Ayad, 



^ Decl^o^and 116 discUSsio »' ^"ached her* are the revised 
> IV.iTTt^r**- " Y ° Ur family nam * ifi -correctly spelled 
: ;£rkr aM lfc in 311 stances that it occurs in 



> 



^ ^ortanrSat 11 ^ P ™ i0 ™ *> lea8e that it is 

> ^olfiatLr^ 3 ^ V nderstan d the application before signing the 

> fo-s^S^rreturn^rorfSai, ^ completed?sgnea the 

> overnight mail originals to Mary Ann Plores via 

* £« Tcopy 6 Pr ° bl ^ tic ' Pi— « 1-t me *now aeap, . Please also 

> of the completed forms to Mary Ann at (510) 252-7095. 

> receipt^* matter lB ° f Ur9enCy ' We TOtly appreciate the 
» rorSs^anr 19 '^ 1 ^ fSX C ° Py ° f the relaxation and Assignment 

> SL a Sonday? al ™ the application, no later 

> 29 March 2 004. 



> 



> ?Sghtsonlnis m St!r r 'Sf*" 9 ^ time t0day to icate your 

> you have any "a"^- do not hesitate to contact me if 

> further comments/questions. 



> 



> I »i«h you .11 a,. very b „ c , t ymr ln MtwlM . 
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> Best regards. 

> Anna 



> (See attached file: 53208AUSM1 ASSIGN (AYAD) xxMAR04 .doc) (See attached 

> file: 53208AUSM1 OECPOA (AYAD) XXMAR04 . d©c) 



> 
> 

> Anna Gil, Ph.D. 

> Senior Patent Attorney 
> 

> BERLEX PHARMACEUTICALS 

> 2600 Hilltop Drive 

> P.O. Box 4099 

> Richmond, CA 94804-0099 

> USA 

> , 

> Tel. No. i (510) 669-4758 

> Fax. No.: <510) 262-7095 

> Web Site: Berlex.com 
> 



> This email (and any accompanying attachments) contains information 

> tnat may 

> of ££* fidential and Privileged and is intended solely for the use 

> d^not^ recipient " unles ^ you are the intended recipient, please 

> at2; e KL°f d± ^ l0Se * he cont ^ts of the email (and any accompanying 
I IttlltZ t \ ' I Y ° U ha T e received this e ™ail (and any accompanying 

?52S * errcr < Please immediately notify Anna Gil at (510) 



> 
> 

> 

> 



\SllO 
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Anna Gil 

03/30/04 08:43 AM 



Addressing 

To: aabdulahad@optontine.net 
cc: 

Subject: Revised Declaration and Assignment Forms re Appln re Higher-Dose 
tFNB for Treatment of MSd 



Privileged and Confidential Attorney Work Product 
(Please do not copy or forward.) 



Dear Ayad, 

II^^^w r ? ly -, For ^cati™. 1 do not and did not acknowledge that you are the sole inventor 

«5ZS£ZS£l ft^2^F**l m ? nt J?Zrf? *° U to Si9n ' ,n fect ' P er ourietephone conversation 
S»t JSS SSL terated f nd emphasized that based on the inventorship interviews that I conducted, 
ESn • ° r ° f the ,nvention cte ""ed in the above-identified application, and that the 

declaration and ass.gnment forms could and would be revised to reflect the outcome of a determination on 

SteSSSto V rPOrate PatentS ' bMad ° n 3 fo ' IOW UP investi 9 ation of Vour assertion that yWe XT 

Please understand that based on the follow up investigation as to your assertion of sole 

Ln V d llSS?* V « 7 21 thS 80,6 inventor - Thus - ' will be forwarding to you a revised declaration 
and assignment form for your signature. 

t^t^H^Z^ tele P hon ® conversation of 24 March 2004, you informed me that you refused to sign 
L H«°^ in r dec] ^ Uo ? and assignment with the names of any other named inventors, but would on£ sign 
fmmS w " a !l d 8S f 9" m r l , f0rm with your name on| y- Due to y° ur cu "ent of availably! SSr 
Sm helaS nthlr f^ 81 " 1 T 31 and y0ur refusal to sign * e ^deration and aSs&nt 

SmJ £ MISS ™!. med '"T*™- 1 revteed th ^ declaration and assignment forms to include your 

thaTyoJ are sole KveTr flnh " tafcn m * aSUre Umi ' ' had time to ,0,,0w up on **» ass ^ ion 

telephone conversation. I also fully informed you: 1 ) of the importance of the accuracy of 
SSEKES?.? 8 Pa 1 * PP ' ,C f ^ 2) inaccurate inventorship could be a basis for invalidating a 
patent that issues from the patent application: and 3) that inventorship was based on a legal standard and 
bl^'on ^ eter 7 in6d *l P ? tent P^essiona^attomey. I further informed you that inventorsh p couW no? 
based on your rationale that you are the sole inventor because, as you asserted members of Scherino 
management opposed you in matters relating to your work at Berlex members of ScHenng 

please'rnS ^t^tL"* 38 * y ° U need further Clarificati °" ™ ** **>™ ™«er. 

Fridav"? Zrfi ?nnY conversa,ion Yesterday. 30 March 2004, we wiii be filing the application by 

2' 8 k?,1 ° U L d S ? ^ a P preciate y° ur cooperation in this matter. Thus, please let me 

execL^Assionmen T°T ** a PP l!catk »" < if necessary), and to sign and return the 

executed Assignment and Declaration forms where you are not the sole inventor. 

Best regards, 
Anna 



Anna Gil, Ph.D. 
Senior Patent Attorney 

BERLEX PHARMACEUTICALS 

2600 Hilltop Drive 
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P.O. Box 4099 

Richmond. CA 94804-0099 

USA 

Tel. No.: (510)669-4758 
Fax. No.: (510)262-7095 
WebSite: Beriex.com 

This email (and any accompanying attachments) contains information that may be confidential and 
privileged and is intended solely for the use of the intended recipient. Unless you are the intended 
recipient, please do not use. copy or disclose the contents of the email (and any accompanying 
?r22!SS 5)- #°a U haV £-,": e ,c?^ iS email (and accompanying attachments) in error, ptease 
~™ V - n0t '£ A 2" a G j'v at (510) 669 " 4758 or anna_gil@berlex.com and delete this email (and any 
accompanying attachments). v 7 
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aabdulahad @ optonlin Addressing 

Cnet To: AnncL.GH@bertex.com 

03/30/04 08:52 AM ™' 

Subject: Re: Revised Declaration and Assignment Forms re Appln re 
Higher-Dos© IFNB for Treatment of MS 



PAGE 18/20 » RCVDAT 1014/2004 10:29:48 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-2fl» * DNIS:746406O » CSID:S10 262 7095 • DURATION (mm-ss):05-50 



10/04/2004 MON 19:37 FAX 510 262 7095 Berlex Biosciences 



©019/020 



Dear Anna, 

x reiterate my position. I am the only inventor. MHMflWHM 

These are the Proven facts which I am not prepared to negotiate. 
Ayad Abdulahad 

Original Message 

From: Anna_GilSberlex.com 

Date: Tuesday, March 30, 2004 11:43 am 

^S^tlSS'S ^ claration ^signment Forms re Appln re Higher-Dose IFNB 



Privileged and Confidential Attorney Work Product 
(Please do not copy or forward.) 



> 
> 
> 

> 

> Dear Ayad, 
> 

a^LT^ f0 ^ y ? Ur reply - J or clarification, I do not and did not 
acknowledge that you are the sole inventor by sending you a 
declaration and J 
assignment form for you to sign, in fact, per our telephone 
eonversationof 24 March 2004, I reiterated and emphasized that 

> -based on the 

* ^,^^ Sh ^ P .i nt ^ rvieW ? that 1 conducted, that you are not the sole 
inventor of the invention claimed in the above- identified 
application, and 

that the declaration and assignment forms could and would be 
revised to 

reflect the outcome of a determination on inventorship by Corporate 
patents, based on a follow up investigation of your assertion that 
you are 

the sole inventor- 



> 
> 
> 
> 
> 
> 
> 
> 
> 

> Please understand that based on the follow u P investigation as to your 

> ThusT I inventorship, you are not the sole inventor. 

> fjm ^ r forvrardin S to you a revised declaration and assignment 

> your signature. 
> 

* ^UK^ S eCal k per <WX ' tel «Pk°ne conversation of 24 Kerch 2004. you 
I ^if^LTJ^J^ refus * d to s ^ tl* original declaration and 

> assignment with the names of any other named inventors, but would 
s- only sign 

I Jtn™?? 111 ? 1 T d affig^ent form with your name only. Due to your 

> current lack of availability, your imminent departure to 

> Switzerland on 31 

> f^ h having y ° Ur refusal to sign the declaration and assignment 

any other named inventors, I revised the declaration and 
assignment forms 

to include your name, as an interim measure and only an interim 
measureuntil i had time to follow up on your assertion that you 
are sole inventor. 



of the Sam6 telephone conversation, i also fully informed you: 

importance of the accuracy of inventorship in a patent 
application; 2) that 



1) 



> inaccurate inventorship could be a basis for invalidating a patent 



\ 
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> 
> 
> 

> 
> 

> 

> 
> 
> 
> 
> 
> 

> 
> 

> 

> 
> 

> 
> 

> 
> 

> 
> 
> 
> 
> 
> 
> 

> 

> 
> 
> 

> 
> 
> 

> 
> 

> 

> 
> 
> 
> 
> 
> 
> 



SfSe^onT ^ Pat6nt apE>licatio ^ 3) that inventorship 

.. s ^ndard and necessarily determined by patent 

rS 1 ^ ^ t ° lney - 1 further informed you that inventorship 
could not based on your rationale 

Sherlna iSna^L S ? le inVe * tor ^ause, as you asserted, members of 
at Berlex opposed you in matters relating to your work 

Le^furSer^ t0 y ° Ur telephone caU toda y 613 agreed, if you 
Sintact C me i0n ^ *** abOVe aatter ' P^ase do not hesitate to 

2004rit° iled ±n ° Ur talephfine conversation yesterday, 30 March 
™L? e filin ? the application by Friday, 2 April 2004, and would 
Kte^f" 6 YOUr C °° peration in ^ "«tter. Thus, please 

a^dto Vailabillty t0day t0 discuss «"» application (if necessary) . 
wh^e^re™ Assignment and Declaration forms 

not the sole inventor. 

Best regards, 
Anna 

i 

Anna Gil, Ph.D. 

Senior Patent Attorney 

BERLEX PHARMACEUTICALS 
2600 Hilltop Drive 
P.O. Box 4099 
Richmond, CA 94804-0099 
USA 

Tel. No.: (510) 669-4758 

Fax. No.: (510) 262-7095 
Web Site; Berlex.com 

that ma?* 1 <and accoi ^ an > r i^ attachments) contains information 
of ^ fideutial and privileged and is intended solely for the use 
intended recipient, unless you are the intended recipient, please 

attacWn^T di ^ lose contents of the email (and any accompanying 
attachments . If ycu have received this email (and any accompanying 
S5*SST } " err ° r ' Please iroffied ^«ly notify Anna Gi? at ^S 9 

attac^nts?^^ 6 "" 0111 thiS <BBRil <^ d *** accompanying 
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